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REMARKS 

Applicants respectfully request reconsideration of the present application in view of 
the foregoing amendments and in view of the reasons that follow. The amendment to claim 1 
is supported by page 7, lines 15-20 and Examples 1-3 on page 9 of the specification. 

Rejections Under 35 USC 102(b) 

Applicants traverse the rejections under 35USC 102(b) for the following reasons. 

Hoyden (US 5,387,751) 

The catalyst used in Hayden is a silver catalyst supported on a-alunima, which was 
calcined before use (see at lines 7 to 1 1, col. 3, and lines 52 to 53, col. 6). Hayden teaches 
that the catalyst is dried before use. The process of Hayden is silent on the utilization of 
water vapor in the epoxidation process. See the Examples. 

In Example 17, a process gas stream containing 30% propylene, 8% oxygen and 1 150 
ppm dichlroromethane was used and the reaction was performed with oxygen 
selectivity/conv. of 14%/12% and 35%/6% as shown in Table 6, col. 13. The amount of 
oxygen that was used for undesirable side reactions other than epoxydation reaction is 
calculated to be less than 1%. Then the amount of water that may have resulted from such 
oxygen per mol of propylene in the process gas stream, or in the reaction would be far less 
than the recited amount in the present claim. 

The Examiner mentions the chlorine-containing reaction modifier such as a C1-C10 
compound. However, it is stated that the concentration of such compound should be in the 
range of 0.1 to 500 parts per million parts of the reaction medium by weight. The amount of 
the modifier is too much small to render the presently claimed amount of water anticipated. 

Hayden does not teach or disclose the amount of water that was added to the reaction 
in the presently claimed process either explicitly or inherently. 
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Boeck (US 5,618,954) 

The process of Boeck is directed to epoxidation of butadiene using a catalyst 
containing Ag supported on a-alunima (penultimate paragraph col. 7). Boeck is silent on 
propylene and therefore cannot anticipate the present claims. 

Nakashiro (US 6,498, 122) 

The process of Nakashiro is directed to the epoxidation of ethylene. Nakashiro is 
silent on propylene. Superheated steam is applied to the impregnated carrier to make the 
distribution of silver and alkali metal supported in the resulting catalyst uniform as described 
at lines 46 to 49, col. 4. But the production of ethylene oxide is not conducted in the presence 
of such superheated steam. 

V 

In connection with Boeck and Nakashiro, the applicants attach hereto as Appendix I 
Applied Catalysis A: General 221 (2001) 73-91 by Monnier. Monnier discloses under 3.2. 
Epoxidation of 1,3-butadiene, from the last paragraph on page 82 to line 5 5 on the right 
column, p. 83, in Table 2 that Ag catalyst in which Ag is supported on a-alumina shows 
catalytic activity for oxidation of butadiene and ethylene having vinyl hydrogens only but is 
not suitable to epoxidize propylene and butene having allyl hydrogen atoms. In the disclosed 
reactions, ethylene and butadiene were converted to corresponding epoxy compounds. 
Propylene and butene, however, were not effectively converted to corresponding epoxy 
compounds. 

Monnier teaches that the Ag catalyst in which Ag is supported on a-alumina, which 
were also disclosed as preferable or typical catalyst in Hayden, Boeck, and Nakashiro, did not 
show similar effect to propylene though the differences between propylene and ethylene or 
butadiene is just one carbon atom and the nature of hydrogens. It can be said from the 
teachings of these references that in the real epoxidation reactions propylene behaves rather in 
a different manner than ethylene or butadiene. 

Therefore, the teachings of Boeck or Nakashiro cannot anticipate the presently 
claimed invention. 
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Mul (US 6,392,066) 

Mul discloses the epoxidation catalyst and epoxydation reaction of ethylene, and that 
in the penultimate paragraph col. 7 that the feedstream may contain inert gas such as nitrogen 
or helium as a ballast or diluent, and mentions that carbon dioxide is not desirable in view of 
selectivity and should preferably be removed from the feedstream. 

Water vapor is referred to in the same context in which carbon dioxide is not 
considered a desirable component and is to be removed. 

Although during the catalyst preparation a water solution is employed it is described 
at the last two lines of Example 1, col. 8, that the prepared catalyst is calcined at 375°C before 
use. 

In addition there is no mention of the addition or the effect of water vapor in the 
oxidation reaction as it can be seen from the descriptions (e.g. Example 5, col. 9). 

The process of Mul is silent on the use of water in the epoxidation process per se and 
therefore, cannot anticipate the present invention. 
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Conclusion 



Applicants believe that the present application is now in condition for allowance. 
Favorable reconsideration of the application as amended is respectfully requested. The 
Examiner is invited to contact the undersigned by telephone if it is felt that a telephone 
interview would advance the prosecution of the present application. 

The Commissioner is hereby authorized to charge any additional fees which may be 
required regarding this application under 37 C.F.R. §§ 1.16-1.17, or credit any overpayment, 
to Deposit Account No. 19-0741 . Should no proper payment be enclosed herewith, as by a 
check or credit card payment form being in the wrong amount, unsigned, post-dated, 
otherwise improper or informal or even entirely missing, the Commissioner is authorized to 
charge the unpaid amount to Deposit Account No. 19-0741 . If any extensions of time are 
needed for timely acceptance of papers submitted herewith, Applicant hereby petitions for 
such extension under 37 C.F.R. §1.136 and authorizes payment of any such extensions fees to 
Deposit Account No. 1 9-074 1 . 



Respectfully submitted, 



Date October 25, 2006 




FOLEY & LARDNER LLP 
Customer Number: 22428 
Telephone: (202) 672-5300 
Facsimile: (202) 672-5399 



Matthew E. Mulkeen 
Attorney for Applicants 
Registration No. 44,250 
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